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Nos. 3616, 3617 and 3618 


United States Circuit Court of Appeals 


For the Ninth Circuit 


Masestic Euectric DevELOPMENT CoMPANY, 
Plaintiff and Appellant, 
VS. 


WestTiINGHouss Exvectrric & MANUFACTURING 
CoMPANy, 
Defendant and Appellee. 


BRIEF ON BEHALF OF HOLBROOK, MERRILL 
& STETSON AS AMICI CURIAE. 


Statement of the Case. 


The plaintiff appellant has involved in this litigation 
a mechanical patent 1,245,084, granted October 30, 1917, 
and two design patents, 51,048 granted July 17, 1917, 
and 51,253 granted September 11, 1917. 


Three separate suits were brought by the plaintiff 
against the Westinghouse Company, one on each of 
these three patents, and each swit charging the same 
device manufactured and sold by the Westinghouse 
Company as an infringment. These separate appeals 
are taken in these three cases. 


The plaintiff brought a further suit against Holbrook, 
Merrill and Stetson upon the mechanical patent 1,254,- 
084, and the design patent 51,043 involving both of 
these patents in the same suit. 


These four suits were all tried at the same time 
before Judge Dietrich, and were all decided adversely 
to the plaintiff in a single opinion entitled in all the 


four cases. 


Before the conclusion of the trial, the plaintiff filed 
a fifth suit in the same court against Holbrook, Mer- 
rill & Stetson charging infringement of the second 
design patent 51,253, the pleadings have been closed, 
a stipulation agreed to that the same evidence taken 
in the other four suits may be used in the fifth suit, 
and the trial of this fifth suit is awaiting the outcome 


of the present appeal. 


The plaintiff has taken the three appeals here before 
this court on the three cases mvolving the Westing- 
house device, but it has not appealed the case involv- 
ing the Holbrook, Merril! & Stetson device, which is 
known under the name Simplex, and which is of very 
similar construction to the Westinghouse device. The 
plaintiff is within its ‘technical rights in thus separat- 
ing the appeals, and it has until April 8th next within 
which to take an appeal in the Holbrook, Merrill & 
Stetson case. 


But this strategic move on the part of plaintiff has 
obviously left the defendant Holbrook, Merrill & Stet- 
son in an embarrassing position. This court has recog- 
nized the situation by allowing Holbrook, Merrill & 


Stetson to appear and be heard on these appeals as 
amici curiae. 

The substantial issues raised between the plaintiff 
and these two defendants, the Westinghouse Company 
and Holbrook, Merrill & Stetson, are substantially the 
same, although Holbrook, Mernll & Stetson have pre- 
sented additional evidenee in their ease, and some of 
the evidence presented by the plaintiff in the eases 
against the Westinghouse Company is not applicable 
to the ease against Holbrook, Merrill & Stetson. Never- 
theless, the deeision which this court will arrive at on 
these appeals in the Westinghouse eases will, in all 
probability not be determined by these differences 
and will so control the deeision on an appeal in the 


eases against Holbrook, Merrill & Stetson. 


A SEPARATE CONSIDERATION OF THE THREE APPEALS IS 
NOT EQUITABLE. 

We respectfully submit that it is neither fair nor 
eondueive to a correet understanding and a_ right 
deeision of the matters in litigation between these 
parties that these three patents should be considered 
entirely separately and apart from each other. 


The plaintiff has not so considered these patents. 

(1) In notiees sent to each defendant prior to the 
litigation it charged all three patents to be infringed 
by the same device. 

(2) In the suit against Holbrook, Merrill & Stetson 
the mechanical patent and one of the design patents 


were joined. 


(3) The bulk of the evidence in all four of the 
cases tried is substantially the same. 


(4) The cases were all tried at the same time in 
immediate sequence. 


(5) The eases were all argued together as a single 
ease before the lower court. 


(6) The cases were all decided in a single opinion 
by the court below. 


(7) The three cases against the Westinghouse Com- 
pany are all to be argued together before this court. 


We shall therefore present the same brief as amici 
curiae in all three of these appeals in order that the 
court may properly appreciate the relation of each 
patent to the other, and to the defendants’ devices. 


THE MECHANICAL PATENT 1,245,084, AND THE DESIGN PATENT 
51,043 ARE DIRECTED TO PRECISELY THE SAME DEVICE. 
These two patents which were involved in two sepa- 

rate suits against the Westinghouse Company, and in 

a single suit against Holbrook, Merrill & Stetson are 

attempts to obtain a monopoly of precisely the same 

thing from two different standpoints. Observing the 
drawings forming a part of these patents, it will be 
seen that the same device is illustrated in both. The 
shape or configuration of the device is the same in 
each case. 

It was the object of the mechanical patent to pro- 
vide and cover certain protective features; first, the 
dead air space behind the reflector, and, second, the 


annular marginal flange around the edge of the re- 
flector. The provision of these two features was what, 
and what alone, produced the shape or configuration 
made the subject of the design patent. 


The design patent is therefore purely and simply 
nothing but a copy of the mechanical patent, and every 
element disclosed therein is there solely for functional 
purposes, with no idea of an invention in an orna- 
mental or pleasing effect. 


This point we shall further elaborate, but this fact 
fully established on the very face of the record brings 
the design patent 51,043 within the well-established 
rule so clearly stated by this court in Ferd Messmer 
Mfg. Co. v. Albert Pick & Co. et al., 251 Fed. 894. Mm 
that case, as in the ease at bar, both a mechanical 
patent and a design patent upon the same thing were 
involved. The device was an ordinary glass tumbler 
formed with an annular bulge slightly below the upper 
edge. The object of this bulge was to prevent break- 
age or injury of the tumbler edge if the tumbler fell 
over. In that case, as has been suggested here, there 
had been commercial suecess, large sales of the pat- 
ented tumbler having been made at a price twenty 
per cent greater than other tumblers on the market. 
The defendant copied the construction so closely that 
its tumblers could not be distinguished from the 
plaintiff’s. This eourt held the design patent invalid, 
saying: . 

‘““The bulge in the patented glass cannot be said 


to be ornamental within the meaning of section 
4929 of the Revised Statutes (Comp. St. 1916, See. 


So 


9475). There is nothing in the bulge of the pat- 
ented glass which would appeal to the esthetic 
emotions or to our idea of the beautiful. While 
the bulge may be new and useful, we cannot say 
that it has added anvthing to decorative art.’’ 


& 
THE MECHANICAL PATENT, 1,245,084. 


The specification of this patent is brief; it comprises 
less than a single page. It will take but a moment’s 
exanination to show that this patent on its face recog- 
nizes that it discloses nothing of a primary character, 
that it discloses no fundamentally new principle, and 
that it is restricted to minor details which, but for the 
vigor and extent of this litigation, we would not hesi- 


tate to characterize as trivial. 


We note at the outset: 


(1)No claim is anywhere made in the specification 
that the device produces a ‘‘beam’’. 


(2) No claim is anywhere made in the specification 
that the reflector 1s or should be parabolic in shape. 


(3) No suggestion is anywhere made that the re- 
flector is to be made of, or coated with, copper. 


(4) No claim is anywhere made to the use of the 


necessary michrome resistance wire. 


(5) No claim is suggested as to any novelty in the 
* 


wire guard. 


Tt is a most singular thing, and most significant, that 
the patent itself not only fails to assert as novel, but 
also fails even to mention, those things which the plain- 
tiff now asserts to be the controlling factors in the case. 


The patentee Brown filed his application July 10, 
1917, or about a year after, according to his own testi- 
mony; he had manufactured and placed these devices 
on the market, and yet in this patent he does not even 
mention the idea of the copper bowl, the idea of a para- 
bolic or similar reflector, or the idea of the beam-like 
projection of the radiant rays of heat. 


Brown, when he filed his application, was required 
by Section 4888, R. S., to 


‘‘explain the principle thereof, and the best mode 
in which he has contemplated applying that princi- 
ple, so as to distinguish it from other inventions; 
-and he shall particularly point out and distinctly 
elaim the part, improvement, or combination which 
he claims as his invention or disecovery.”’ 


At the outset Brown pointed out that his invention 
related to a generaly old type of device, saying: 
‘‘This invention relates to electric heaters in 
which the heat waves are generated by a resist- 
ance coil or heating unit and are then reflected 


from a highly polished surface’? (page 1, lines 
9-12). 


Ife next proceeded to state the object of his inven- 
tion, and, in a single paragraph, he stated but a single 
object, as follows: 

‘“One of the main purposes of my invention is 
to provide an electric heater or radiator in which 
the highly heated portions are inelosed by protect- 


ing members, but one readily aecessible for exami- 
nation or repair’? (page 1, lines 13-17). 


What now were these ‘‘protecting members’? which 
embody the only stated purpose of the alleged inven- 


tion? They are clearly and definitely stated in the fol- 
lowing language: 


““The air-space 5, between the reflector plate 1 
and the easing 3 prevents the latter from becom- 
ing heated. In order to prevent the outer exposed 
edge of the heater from being heated I provide 
the casing with a marginal annular flange 3a’’ 
(page 1, lines 60-65). 


The four claims of the patent are of the most lim- 
ited character. Claims two, three and four are de- 
voted to the most trivial details, and have been with- 
drawn from consideration on this appeal. Even claim 
one, which is the only claim now before the court, 
does not claim both of these protective features, but 
only the ‘‘annular member extending outwardly from 
the margin of said reflector’’, and that in combination 


with the old wire guard, and other old features. 


During the progress of the application, the Patent 
Office Examiner inqnired more particularly as to just 
what was this annular member, and as shown by the 
file wrapper, the applicant rephed ‘‘it is the flange, 
3a, shown in the drawing’’, thus emphasizing the dis- 


tinetive feature of his deviee. 


It is unnecessary here to consider whether these two 
protective features thus made the subject of this 
patent are or are not of substantial value. The essen- 
tial point to note is that they, and they alone, consti- 
tute the sole object and purpose of the alleged inven- 
tion. 

The plaintiff in this type of heater has always used 
a spool-like heating element, ‘extending transversely 


across the face of the reflector, and it is consequently 
obvious that with this unsymmetrical arrangement the 
heat reflected from this element on to the reflector 
must heat the reflector unevenly. It may well be, 
therefore, that the patentee conceived it desirable to 
provide these two features, first, the outer casing 
forming with the reflector the dead air space, and 
second, the annular member or flange extending .out- 
wardly from the margin of the reflector. In any event, 
the invention of the patent is based on the theory that 
these two protective devices are necessary. 


This gives the reason for the mechanical patent, and 
determines the essential shape disclosed in the design 
patent. 


But the defendants’ devices, both the Westinghouse 
device and the Simplex device of Holbrook, Merrill & 
Stetson are constructed on an entirely different theory. 
In both defendants’ devices the heating element is 
arranged not transversely, but axially of the reflec- 
tor, and consequently the reflector is not unevenly 
heated. The theory in the defendants’ devices is that 
no protective features, either in the nature of dead air 
space, or in the nature of an annular flange or mem- 
ber extending outwardly from the margin of the re- 
flector are necessary. 


30th of the defendants’ devices correspond substan- 
tially in their final and complete shape to the reflec- 
tor element | shown in the drawings of the Brown 
patent. That is to say, if the extra casing 3 and the 


dead air space feature are removed, and if the annular 
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flange or member 8a is removed from the plaintiff’s 
device, there is left the reflector member 1 correspond- 
ing closely in function, shape and appearance to the 
defendants’ devices. 


We respectfully submit, therefore, that it is absurd 
to argue that when the two features, which constitute 
the sole objeet and purpose of the plaintiff’s alleged 
mechanical invention, and which determine the char- 
acteristic appearance of the plaintiff’s alleged design, 
are bodily removed, what is left can be an embodiment 
of either invention. And vet what is left corresponds 


to the defendants’ structure in each case. 


THE BEAM HEATER IDEA. 


It is somewhat difficult to follow counsel for the 
plaintiff in his discussion of the fundamental princi- 
ple of the invention, and at the same time have any 


regard for the undisputed evidence. 


Many statements in plaintiff’s brief and the cut 
appearing opposite page 12, would seem to indicate 
that the plaintiff claims that the patented heater pro- 
duces a cylindrical beam of radiant energy. Much 
is said about the use of a parabolic reflector by the 
plaintiff, and the claim is made that this heater ‘‘pro- 
duces a perfect shaft or beam of radiant energy”’ 
(page 12, Brief in 3617), and the prior art is 
distinguished because ‘‘they did not produce a cylin- 
drical shaft or beam of parallel rays) (page 40 idem). 
Again the same brief on page 58 appears to state that 
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Brown has ‘‘a homogeneous cylindrical shaft or beam 
of parallel rays”’. 


If the claim is that plaintiff’s device produces a 
eylindrical beam, it is utterly unwarranted. It is suffi- 
cient to refer to the testimony of Mr. Henry, plaintiff’s 
own expert. On pages 114 and 115 in the record of 
No. 3617, he discusses the nature of the beam pro- 
dueed by the plaintiff’s heater and the Westinghouse 
heater, and concludes by saying, 


‘“‘but in both cases you will get a decided heat 
beam 10 feet in diameter, or 10 feet wide, I will 
say at a distance of 9 feet from the unit’’. | 


In other words, there is nothing even approximating 
a evlindrical beam produced either by the plaintiff’s 
own ecxemplification of its patent, or by the defend- 
ants’ device. 


It is admitted and is obvious that the only possible 
way in which a cylindrical beam could be produced 
would be by the concentration of the heating element 
at the focus of a parabolic reflector, but this is physi- 
eally impossible even of close approximation. All the 
heating clements employed in these devices for many 
years have been relatively large, and have not even 
approximated a focal location. No part of the plain- 
tiff’s element is or can be at the focus, and the draw- 
ing inserted in plaintiff’s brief (e. g. opposite page 
12, in No. 3617) is entirely misleading. 

There was nothing whatever novel in the idea em- 
bodied in these heaters of a general localization of 
the heat by reflecting the rays of radiant energy on to 
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the object to be heated. This has been done from the 
very beginning of the history of the art, and in many 
mstances, with a much greater degree of concentra- 
tion than that emploved by either the plaintiff’s or 
defendants’ devices. 


All that the Brown patent in siit sought to aecom- 
plish was to gather up and reflect forward upon the 
object the rays of radiant energy from the heating 
element. 


We have already noted that Brown nowhere in his 
patent claims to form any particular kind of beam. 
IIe says nothing about it. He does not even describe 
any particular shape of reflector. In line 24 of page 
1 of the mechanical patent he calls it ‘‘a concavo- 
convex reflector’’, and in the claims, he uses the same 
language, as, for example, in lines 84 and 85 of claim 
1, the only claim before this court, where he recites 
‘fa eoneavo-convex reflector’’. He was thus describing 
his reflector by precisely the same language which had 
been used long before in the Warner patent for a simi- 


lar device. 


THE PRIOR WARNER WEATER. 

Warner in his patent 1,120,005, granted December 8, 
1914, described the reflector as ‘‘a reflector, b, of con- 
eavo-convex form’’ (page 1; lines 19-20), and in his 
claims described it as ‘‘a coneavo-convex reflector 


mounted on the standard’’. 


The reflector of this Warner patent, exactly as in 
the patent in suit, is illustrated and described as ‘‘of 
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coneavo-convex form’’. Just what its precise shape 
is, that is, whether parabolic or hemispherical, is quite 
immaterial, either from the standpoint of function or of 
appearance. The plaintiff’s brief in No. 3617 in dis- 
cussing this patent at page 34, says: . 


‘‘It shows a large hemispherical bowl of con- 
cavo-convex form, which is called in the patent 
a reflector.’’ 


We may accept this statement as true because, as 
we have noted, and as very clearly set forth in the 
same brief, the precise shape makes no difference. 
Plaintiff’s counsel in the following statement on pages 
10 and 11 of the same brief evidently has in mind the 
matter of infringement. But any rule which provides 
a test for identity in the matter of infringement neces- 
sarily makes the same test applicable for identity in 
the matter of anticipation. Plaintiff’s brief says: 


‘The parabolic reflector is therefore the most 
perfect form for the projection of radiant energy. 
If, however, instead of having a perfect para- 
bolic reflector, we have one approximating there- 
to, such as the segment of a circle, or, popularly 
speaking, a hemispherical reflector, then practi- 
cally the same result will follow as in the case of 
a parabohe reflector. The difference will be mani- 
fested only in a shghtly less perfect form of the 
shaft or beam. This difference, however, is so 
shght as not to be appreciable from a utilitarian 
point of view. Hence, we may say in a popular 
sense that the results in the two cases are the 
same, at least this is true in the sense of the 
patent law, which looks upon substantialitv rather 
than upon minute variance.”’ 
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This 1s a substantially correct statement, and we 
may accept it. The Warner patent was cited in the 
prosecution of the Brown mechanical patent in suit 
by the Patent Office, and was one of the compelling 
reasons for the aeceptance of the narrow and specific 
claims which appear in the Brown patent. Warner 
showed the extra casing with the dead air space, but 
he did not show the protective annular flange or mem- 
ber extending ontwardly from the margin of the re- 
flector. Warner simply showed the small finishing 
bead or turned over edge of the reflector, which is 
emploved both in the Westinghouse and the Simplex 
devices of the defendants. 


The Warner patent, like the Brown mechanical pat- 
ent in suit, savs nothing about the use of copper for 
the reflector bowl, but that was an old feature and 
was actually embodied in the Warner devices, manu- 
factured and sold under the Warner patent, a sample 
of which is in evidence as ‘‘Plaintiff’s Exhibit 8”’. 


THE PRIOR KEMPTON HEATER. 


The substantial idea is shown in the Kempton British 
patent, No. 12,320 of 1848, where the heating element 
was a gas burner ‘‘placed in the focus of the para- 
bolic or other shaped refleetor, and the heat to be re- 
flected into the apartment’’. The court below con- 
sidered the Holbrook, Merrill & Stetson case, along 
with the Westinghouse cases in its opinion, and said: 


‘“‘In English patent No. 12,320, Kempton claimed 
that hy the use of a reflector of ‘parabolic or 
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eontcal shape’, located in a fireplace or in open 
space, for the purpose of throwing the heat into 
the room, gas could be used for heating purposes as 
cheaply as coal. He shows a gas jet in the same 
relation to the reflector as here the resistance coil.’’ 


Plaintiff’s connsel complains in his brief because 
this patent was not technically offered in evidence in 
one of the Westinghouse cases. That may possibly be 
so, but it was offered in evidence in at least one of 
the cases which were all tried at the same time. We 
eannot believe that plaintiff’s counsel really desires 
this court to shut its eyes to this ancient matter of 
historical interest clearly and fully disclosing the 
same fundamental idea applhed nearly three-quarters 
of a century ago with gas as the heating element. 


THE PRIOR MORSE HEATER. 


The same fundamental idea appears in the Morse 
patent, 88,107, March 8, 1908. In this patent the heat- 
ing clement was an incandescent lamp located in front 
of a hemispherical shaped reflector, and the patentee 
said, 

“when the eleectmie lght is turned on, the heat 
developed within it is reflected downwardly by the 
shell toward the surface of the body against which 
the lower edge of the shell rests. In this way when 
the device is properly apphed the heat from the 


hight is concentrated at the desired point’? (page 
1; hes 45-51). 


The Morse patent also described the reflector or body 


of the device as one ‘‘which consists of a shell or hem- 
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isphere’’, so that applving the rule laid down by the 
plaintiff, and just referred to, we here have the same 
shaped reflector. Plaintiff argues that this is a thera- 
peutical device, but it is entirely inconsequential 
whether the reflected radiant energy is utilized for this 
purpose or merely for comfort. Plaintiff’s counsel on 
page 19 of his brief in No. 3617, 


‘*But however that may be, the specification does 
not show or mention a reflector of any kind.’’ 


Evidently the plaintiff’s counsel has not read the 


patent. In the quotation just given, the word ‘‘ 


re- 
flected’? is used, and further on, beginning at lhne 72, 


the specification states: 


“The feature of mounting the electric lamp in 
a horizontal position within the reflector, is con- 
sidered highly advantageous, as by this arrange- 
ment, the lamp projects its heat more efficiently 
on to the surface of the body.’’ 


THE PRIOR FERRANTI HEATER. - 


Again the same fundamental idea appears in the 
Ferranti device. This is shown in a large number of 
publications, including defendants’ Exhibits Nos. 1, 2, 
4, 11 and 12, and others produced in the Holbrook, 
Merrill & Stetson case. No sample of the deviee has 
been offered in evidence, but it is very fully illustrated 
and deseribed, and was extensively advertised. One 
of the best illustrations of the device is in the defend- 
ants’ Exhibit No. 12, ‘‘Supplement to the Electrician”’ 
of September 20, 1912. It will be noted therefrom that 


the reflector was similar in shape to those here involved. 


Ne 


Its stated diameter of 18 inches makes it correspond 
in size closely to both the defendants’ devices. Various 
forms of standards or pedestals were employed, and 
the form shown in the small cut at the left hand side 
of page 1 of this exhibit is similar to that shown in 
the patents in suit. This exhibit also describes the 
use of the ‘‘removable wire guard * * * covering the 
reflector’’, and quoting a price therefor of 10 shillings, 
6 pence. In defendants’ Exhibit No. 2, the Ferranti 
reflector is described thus, 
““By means of a bowl-shaped copper reflector 
surrounding the heating surface, and carried on 


trunnions, the heat rays can be focused in any 
desired cdirection.’’ 


In the same paragraph a form of wire guard is de- 
scribed as, 


‘secured to the outer edge of the copper reflecting 
bowl”’, 


In defendants’ Exhibit No, 1, ‘‘The Electrical Times”’ 
for January 5, 1912, the reflector is thus described, 


‘fa circular bowl of polished copper, which con- 
centrates and reflects the heat rays * * * there is 
considerable radiant energy, and owing to the re- 
flecting properties of the bowl, this can distinctly 
be felt at a distance of many feet. It has much 
the appearance of a red hot fire, henee its name 
and its effect is much the same.’’ 


= 


THE PRIOR CALOR HEATER. 
The Calor heater is another of these devices illus- 


trated and deseribed in a number of publications, in- 
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eluding defendants’ Exhibits Nos. 5 and 7, the ‘‘Hlec- 
trical Times’’ for March 6, and October 9, 1913. The 
latter publication in figure 3 shows the concavo-convex 
reflector mounted on the pedestal type of standard. 
While the reflector is. not described in this particular 
form as of copper, other forms are described as having 


the reflector of ‘‘polished eopper’’. 


THE PRIOR PLEXSIM WEATER. 

The Plexsim heater is made the subject’ of British 
patent No. 19,971 of 1913, and is also illustrated and 
described in a number of publications, two of which 
appear as defendants’ Exhibits Nos. 8 and 9, the 
‘Electrical Times’? of December 4, 1913, and the ‘‘Sup- 
plement of the Eleetrician’’ of October 16, 1914, respec- 
tively. 

The plaintiff’s counsel in his brief seems to be much 
worried, and rightly so, over the disclosures with respect 
to this Plexsim heater. Many other disclosures were 
produeed in the Holbrook, Merrill & Stetson ease, but 
those referred to are sufficient. This device is of in- 
terest because it embodies (1) a voke shaped pedestal 
in which the reflector swings on trunnions as in the ease 
of defendants’ devices; (2) the parabolic copper reflect- 
ing bowl; (3) the arched wire guard springing from 
the margin of the reflector (a flat wire mesh guard is 
also shown, bnt that is an alternative); (4) a spool-like 
heating ‘clement extending axially of the reflector as 
in the defendants’ devices, and not transversely as in 
the plaintiff’s deviee; (5) the use of the same wattage, 
namely 600, as emploved by the plaintiff and defendant. 


1) 


The ‘‘Electrical Times’’ of December 4, 1913, defend- 
ants’ Exhibit No. 8, contains a diagram showing the 
beam-like action of the Plexsim heater, and the article 
describing it states: 


‘“‘The heater is of pedestal! form, with cone-shaped 
reflector of polished copper, which is pivoted at the 
center, so that it can be swivelled to any angle. The 
heating element is arranged horizontally through 
the center of the reflector from the apex to the base, 
and consists of a special resistance alloy wound 
spirally over a fire clay carrier. * * * When 
on circuit the appearance is that of a glowing circle 
of fire, which produces a most cheerful effect, the 
heat rays being thrown forward im a more or less 
parallel beam in any direction, according to the 
angle at which the reflector is swivelled. * * 
although the efficiency of the device is neither more 
nor less than that of any other electric heater in 
which the whole of the energy absorded is given out 
in useful heat, the user may receive a greater pro- 
portion of this heat owing to the concentrating and 
focusing properties of the specially shapped reflector 
used,’’ 


The British patent under which this heater was made 
repeatedly describes the copper reflector, the parabolic 
form, the beam-like reflecting action and the axially 
arranged heating element. We copy the following 
excerpts from this remarkably full disclosure: 


‘‘the object is to provide an apparatus of conven- 
ient form in whieh the radiant heat issues in the 
form of a condensed beam of rays’’. 

‘““The reflector is * * * usually made of or 
lined with sheet copper, the inner surface being 
highly polished.’”’ 

‘‘the reflector may be in whole or in part of para- 
bolic or the lke eontour aecording to the form 
desired for the emergent beam of rays’’ 
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‘‘We prefer to mount the refleetor pivotally on a 
forked stem * * * so that the beam of rays 
ean be turned to point in any direction.’’ 

‘fa reflector, the section of which on a plane con- 
taining said axis, is the frustum of a cone, or of 
parabolic configuration’’. 

‘“‘The reflector is so mounted as to re- 
fleet the emergent rays in any desired direction.’’ 

‘fA, is the conical reflector, which may be made 

wholly of copper * * *. The inner surface is 
Inghly polished.’’ 
‘‘the reflector may be, in longitudinal section, in 
whole or in part of parabolic or the like contour, 
according to the form desired for the emergent 
beam of rays’’. 


* * * 


The claims are directed to the combination of the 
‘‘eonical or parabolic reflector’’, with the heating ele- 
ment arranged like the defendants’ devices ‘‘so as to lie 


on the axis of the said reflector’’. 


It is idle for the plaintiff to dispnte the full, accurate 
and detailed disclosures of this Plexsim heater, and to 
discuss trivial details such as the alternative corruga- 
tions deseribed. Tested by any rule which may be laid 
down, we have here a complete anticipation of the main 


idea of this type of heater. 


Tt is true that the Plexsim heater does not show, and 
did not have, the two protective features of the plain- 
tiff’s patent, (1) the extra casing forming the dead air 
space behind the reflector, (2) the marginal annular pro- 
tecting flange. These are the only things which the 
plaintiff songht or suggested as novel in his patent, but 
neither of these things are present in any of the defend- 


ants’ devices. 
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THE PRIOR REDGLO HEATER. 


The Redglo heater is shown in the British patent to 
Martin, No. 2764, of 1912, which was cited by the Patent 
Office during the prosecution of the application for the 
patent in suit, and one form is advertised and described 
and illustrated in the ‘‘Supplement to The Electrician’’ 
of October 3, 1913, ‘‘Defendants’ Exhibit No. 6’’. These 
disclosures are only of general interest, it being noted 
that the patent describes the 

‘‘reflector of a comparatively wide angle to throw 
out the radiated heat in any desired direction”’, 
and points out that any style of stand or pedestal may 

be employed. 
‘“The radiator above described may be used, how- 
ever, with any other convenient form of support or 


stand, and this is mentioned by way of example only 
as a suitable form of support.’’ 


SUMMARY AS TO THESE PRIOR HEATERS. 
Plaintiff’s counsel complains that there is no evidence 
that these various devices were sold in this country. 
But what of it. The statute makes a complete bar to 

a valid patent here the fact that the device is 


‘‘natented or deseribed in any printed publication 
in this or any foreign country’’ (See. 4886, R. S.). 


It is seldom that a case contains such a wealth of clear 
and definite illustration and disclosure as appears in 
these foreign patents and publications setting forth the 
Plexsim and Ferranti Electric heaters. So far as the 


features common to plaintiff’s and defendants’ devices 
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are concerned, this disclosure is far more full, complete 
and accurate than is the disclosure of the Brown patent 
in suit. 


THE PRIOR MAJESTIC OR SHOENBERG HEATER, 
The earlier Majestic or Shoenberg heaters present a 
state of the art which is sufficient alone to explain why 
it was impossible for Brown in his mechanical patent in 
suit to urge novelty for anything more than trivial de- 
tails, and in his design patent in suit, to include the 
destructive wide marginal flange. 


We are at an utter loss to understand the allegation 
of plaintiff’s counsel in his brief that these earlier 
Majestic devices were ‘‘abandoned experiments’’. It is 
absurd to argue, in view of the record in these cases, 
that these devices were experimental. Unquestionably 
they were not so suecessful as money-makers for the 
plaintiff company as its present device, but the reason 


is not far to seek, 


The plaintiff did not use in any of these devices the 
glowing polished copper bowl, which is the outstanding, - 
predominant and distinctive feature. This is the thing 
which catches the eye, which gives the ‘‘ pleasing appear- 
anee’’, and which gives a highly efficient reflection, for 
as Mr. Henry, plaintiff’s expert, says: 


‘Polished copper is a highly efficient surface for 
the reflection of radiant heat waves’’ (Reeord in 
3617, page 102). 


Let us make this matter perfectly certain by quoting 


Mr. Brown himself. 
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‘Never prior to our No. 7 heater did we market 
a heater of portable type having a burnished copper 
reflector’’ (Reeord in 3617, page 125), 
and by quoting plaintiff’s expert Mr. Henry, in discuss- 
ing these earlier Majestic heaters, 
‘These exhibits are of nickel or of nickeled sur- 
face, and as such are not nearly as efficient in the 


reflection of the radiant heat rays’’ (Record in 
3617, page 100). 


But that these earlier Majestic heaters were exten- 
sively manufactured, sold and used can not be ques- 
tioned. 


These earlier heaters were made in slightly different 
forms known as No. 1, No. 2, No. 3, No. 1b, No. 2b and 
No. 3h, and samples of the actual devices are in evi- 
dence. The record in No. 3617 contains the following 
stipulation at pages 76 and 77, 

‘‘Plaintiff’s counsel admitted that the early 
Majestic devices 1, 2 and 3, hereinbefore referred 
to, were made and sold more than two years prior 
to the filing of the application for the patent in 
suit, but the manufacture and sale of the other 
devices referred to as 1b, 2b, and 3b were not made 


until the fall of 1915’? (The latter date being prior 
to Brown’s invention), 


and similar stipulations appear in the other records. 


Various cireulars of the Majestie Company illustra- 
ting, describing and advertising these devices are in 
evidence. The ‘‘Blectrieal Record’’ for May. 1915. 
defendants’ Exhibit No. 16, illustrates and deseribes one 
of them. Mr. Brown’s testimony on pages 120 and 121 
in No. 5617 shows that all of these were mannfactured 


and sold, and on eross-examination he testified, 
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‘‘Our sales of the previous heaters, Nos. 1, 2 and 
3, and 1b, 2b and 3b, were not confined to the Pacific 
Coast’’ (page 124, Record 3617). 


There is also in evidence, as defendants’ Exhibit FE. 
a large photograph showing a most remarkable display 
of these earlier Majestic heaters at the Panama Pacific 


Exposition, prior to May, 1915. 


The Shoenberg patent 1,109,551, granted September 
1, 1914, is in evidence, and was cited by the Patent Office 
in the examination of the anvplication for the Brown 
mechanical patent. The plaintiff’s present form of 
heaters bear name plates in which they purport to be 
manufactured under this patent (Record 3617, page 42). 
This patent is of particular interest in showing the form 
of pedestal, the form of heating coil, and the form of 
arched wire protecting guard universally employed by 
the plaintiff, It also shows the dead air space behind the 
reflector, but this does not appear to have been used in 


the earlier heaters. 


The attempt of plaintiff’s counsel in his brief to dif- 
ferentiate the form of beam produced hy the earher 
Majestic or Shoenberg heater from that produced by 
the present Majestic heater accompanied by the mis- 
leading diagrams inserted in the brief, is without force 
when the heaters themselves are examined and the 
Shoenbere patent is read. The patent states begin- 
ning with line 48 of page 1, 

“The reflector consists preferably of a highly 
polished metal shell 1, which is somewhat hemispher- 
ical or dome-shaped, and serves to reflect the heat 


waves received from the heater and direct them out- 
wardly from its inner coneave surface.”’ 
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Another illustration of the Shoenberg heater, or 
earlier Majestic heater, substantially in the form known 
as the Majestic No. 3, a sample of which is in evidence 
as ‘‘Defendants’ Exlibit D’’, the one having a glass 
knob at the top of the standard, appears in the British 
Taylor patent 102,070 of 1916, mentioned by the court 
below in its opinion in discussing the second design 
patent 51,253 in suit. Plaintiff’s counsel seems greatly 
disturbed at this reference because this patent was only 
offered in evidence in the Holbrook, Merrill & Stetson 
ease. It is quite immaterial, however, because the 
other disclosures of the prior Shoenberg or Majestic 
heater, formally in evidence in these eases, are amply 
sufficient. 


It is doubtless true that the beam produced by the 
parabolic form of plaintiff’s present commercial heater— 
a form which is not specifically mentioned or claimed in 
the patents in suit—condenses in a somewhat different 
manner the reflected radiant rays than the various forms 
employed in plaintiff’s earlier heaters, but the difference 
is purely one of degree, and not one of principle. We 
might even accept the incorrect diagrams of the Shoen- 
berg heater appearing in plaintiff’s brief, when we bear 
in mind Mr. Henry’s testimony previously quoted de- 
scribing the beam produeed by plaintiff’s present heater 
and the defendants’ heaters, 

‘but in both eases you will get a decided heat beam 


10 feet in diameter, or 10 feet wide, T will say ata 
distance of 9 feet from the unit’’. 


The important point to note is that none of these 
earlier Majestic heaters had the “annular member ex- 


tending outwardly from the margin of said refiector’’, 
which distinguishes the single claim involved of the 
Brown mechanical patent, and which characterizes the 
appearance made the subject of the first design patent 
in suit. These earler devices employed a finishing bead 
secured by turning back the peripheral edge of the re- 
flector in much the same way as is done in the defend- 


ants’ devices. 


If we eliminate, as we must in considering either 
the question of anticipation or the question of infringe- 
ment, the matter of relative size, the color whether 
nickel or copper, it is impossible to distinguish in a 
substantial respect, either in function or appearance, 
the Majestic No. 2 earlier heater from the defendants’ 


heaters. 


THE LIGHTING ART. 


The lighting art is of interest because the laws govern- 
ing the reflection of light and of radiant heat are the 
same. The court below brought out this point in a 
question the presiding Judge asked of plaintiff’s expert, 


‘““The Court. Q. I want to ask one question. 
Should I desire to experiment with these varions 
devices by the use of light, as I understand von, 
the laws of light are substantially the same as the 
laws of this radiant heat energy? 

A. As regards reflection, yes. 

Q. In other words, if they would throw a beam 
of light, they would throw a beam of heat energy. 

A. Yes; in that case your light source should be 
the same size and position as the heat source”’ 
(Reeord in 3617, page 113). 
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Mr. Beam, beginning on page 136 of the same record 
discusses this matter at some length, but it is well 
known, and a matter of which the court may take 
judicial notice, that parabolic and similar reflectors have 
been used for many years in search lights, automobile 
head lights, and elsewhere, to reflect and project a beam 
of light and that the width and shape of the beam are 
varied as desired by the shape of the reflector. 


A FLANGE VERSUS A BEAD. 


There has been considerable discussion in the expert 
testimony in the record in these cases, in an attempt by 
plaintiff to suggest a similarity, by the use of words, be- 


ce 


tween the ‘‘annular member extending outwardly from 
the margin of said reflector’’ of the claim of the Brown 
mechanical patent, and the finishing bead employed 


at the edge of the reflectors of the defendants’ devices. 


But we respectfully snbmit that all this talk is trivial. 
This court and this litigation is not concerned with 
words but with things. It is quite clear from the 
plaintiff’s mechanical patent and from its first design 
patent that this ‘‘annular member’’ is a distinguishing 
feature of its invention, and is provided for a definite 
protective purpose clearly set forth in the mechanical 
patent. It is clear also that in the defendants’ devices 
there is nothing but a strengthening bead or edge of the 
same character as employed in the Warner patent or in 
the earlier Majestic heaters. 

We have already pointed ont that if the annular 


flange or member 38a he hodily removed from the plain- 
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tiff’s device, there still remains a reflector having a 
finishing bead or edge corresponding almost exactly to 
the defendants’ construction. 


It makes no difference what word or term be em- 
ployed, the two things are different and are present 


for different purposes. 


THE ATTEMPT TO GIVE SUPPORT TO THE PATENTS BECAUSE 
OF CONSIDERABLE COMMERCIAL SUCCESS. 

There is no doubt but that the plaintiff’s devices, 
as well as those of a large number of responsible com- 
peting concerns, have had a very considerable sale, 
especially in this section of the country, but no degree 
of commercial success can give life to an alleged in- 
vention which is not novel, can broaden the terms of 
a claim beyond the substantial scope sought and obtained 
from the Patent Office, or make an infringement that 
which a defendant has a clear right to produce. Com- 
mercial success has always been recognized by the courts 
as an extremely unsafe criterion, either of invention or 
of infringement, only to be utilized in cases of grave 
doubt. 


The extent of the plaintiff’s business in these heaters 
is defined in a most nebulous manner. Brown testifies 
that up to the time of the trial, the plaintiff had sold 
in the neighborhood of 350,000 or 400,000, and that some 
had also been manufactured at Philadelphia (Record 
3617, page 40). Hiller, who did the manufacturing, 
testifies that he should judge it was between 100,000 
and 200,000 (same record, page 44).  Shoenberg, the 


only other witness on this matter, testifies that he ean- 
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not say as to the number sold (same reeord, page 438). 
This is sufficient to show the indefiniteness of the evi- 
denee. These men must have known, it was their busi- 
ness to know, and they could have informed the court 
just how many had been manufactured and sold, without 
leaving the figures between such a wide range as 100,000 
and 400,000. 


But assuming, as we may, that the sale has been 
considerable, the reason therefor is clearly disclosed 
by the record as something entirely apart from the 
embodiment in these heaters of the trivial details by 
which it is possible from any standpoint to distinguish 
these patents ‘from the prior art. 


The plaintiff’s President Brown testified at length, 
but a careful study of his testimony fails to disclose any 
reason for the commercial superiority of this later form 
of Majestic heater, except where referring to ‘‘the 
trade’’, he says, 


‘“They made the remark, ‘Now, you have got 
something that looks right.’ Never prior to our 
No. 7 heater did we market a heater of portable 
type having a burnished copper reflector’? (Record 
3617, page 125). 


The court below was amply warranted in its findings 
in the paragraph of its opinion devoted to a disposal 
of this matter. 


The adoption by the plaintiff of the glowing copper 
bowl taken bodily from the prior art, and to whieh 
neither patent in suit makes any claim, or in fact even 
mentions, is nndoubtedly the thing which gave to these 
devices popular favor, but the plaintiff ean take no ad- 
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vantage from his feature to whieh it never made any 
elaim, and which was the common property of all. 


The settlement of the Nichrome wire situation was 
undoubtedly another factor in the increase of plaintiff’s 
business. ‘This matter is fully discussed by Mr. Beam 
on pages 140 and 152 of the Record in 3617. It appears 
that the right to use this essential form of resistance 
wire was in litigation, and was not determined until late 
in 1915 by the decision of the Court of Appeals of the 
Seventh Cireuit. We do not mean that the wire was 
not obtainable and was not being used before that 
time, but the whole matter was hanging like a cloud 
over the manufacturers of the country. After the 
decision sustaining the Marsh patent, almost the first 
thing that the plaintiff company did was to obtain a 
license to use this wire. Mr. Brown took a trip to the 
East in 1916 and obtained a license under the Marsh 
patent, and it was not until after the plaintiff obtained 
this license, that it began the sale of the heaters in 
question, and pushed them vigoronsly. The importance 
of this matter is further emphasized hy Mr. Brown in 
his testimony giving the facts on page 42, Reecrd 3617, 
when he states 


‘he price of our No. 7 heater is determined by 
two factors; one is the license agreement with the 
Hoskins Company, the patentees of the resistanee 
wire which we use, who place a minimum charge 
on heaters of this type, and the second is the cost of 
manufaeture.’’ 


In other words, this license is so important that it 
determines the price at which the plaintiff’s heaters 
are sold. 
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These two things, the adoption of the distinguishing 
burnished copper bowl reflector for the first time, and 
the obtaining of the important license under the Marsh 
patent, are of themselves sufficient to account for the 
increase in the plaintiff’s business. 


But as pointed out by the court below, the recent de- 
mand arising particularly because of the local condi- 
tions of elimate and otherwise on the Pacific Coast, 
doubtless aided the increasing sales of the plaintiff. 


But further, the record shows that almost at the same 
time the leading and most responsible electrical appar- 
atus houses of the United States began the manufacture 
and sale of this type of device. It is sufficient to refer 
to Mr. Brown’s testimony on this point, on page 118 of 
the Record in 3617, giving the names of these concerns, 
the Westinghouse Company, Simplex Electric Heating 
Company, Landers, Frary & Clark, Rutenber Electrie & 
Manufacturing Company, Estate Stove Company, Hot- 
point Company, Hughes Company, Edison Electric Ap- 
phanee Company, and after giving these names the 
witness said: 

‘““The manufacturers whose names [ have just 
mentioned advertised their product pretty lively. 
The Hotpoint Company was a pretty big advertiser 
in everything. They advertised very liberally. 
They advertised in the Saturday Evening Post and 
some National Magazines; we advertised in the 
newspapers, and through circular matter, and at 
Expositions, Fairs, ete.’’ 

Tt is not a souree of wonder if, under these ecireum- 
stances, a good many of these devices were sold, and, 
as the conrt below stated in its opinion, 
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to 


‘‘doubtless by means of advertising and the arts of 
salesmanship, the desire for said heaters was greatly 
stimulated’’. 


We respectfully submit, however, that the court below 
was clearly right in its conclusion after discussing this 


matter, when it said, 


‘‘But whatever may be the full explanation, such 
popularity as heater No. 7 may have had and may 
now have eannot reasonably be attributed merely 
to the slight change in the contour of the reflector 
or the addition of the broad annular flange, or to 
both of these changes.”’ 


THE RULE OF LAW FOR TESTING INFRINGEMENT OF A 
DESIGN PATENT. 

The plaintiff’s counsel in his brief has devoted a great 
deal of space to stating and re-stating the familiar 
rule laid down by the Supreme Court in Gorham v. 
White, 14 Wall. 511, as if there could be some con- 
troversy over this rule. This court has aecepted this 
rule, aud we know of no reason to controvert it. 


But before this rule ean be applied consideration 
must be given to two very important matters which 
the plaintiff’s counsel entirely overlooks. 


First, it must be determined that there is a valid 
design patent. 
Second, if there be a valid design patent, the nature 


and extent of the invention covered thereby must be 


determined. 


There ean be no infringement of an invalid design 
patent. There can be no determination of infringe- 


33 


ment until we know just what the design is that is 
novel and patented. 


Both of these points are passed over by the plaintiff’s 
counsel and without regarding them, he marches directly 
to a consideration of the question of infringement. 


This court has had before it and decided an unusual 
number of design patent cases, and has so fully, clearly 
and accurately stated the propositions of law which 
are controlling in the eases at bar that we would hesitate 
to re-state any of them, were it not for the nature of 
the briefs filed by the plaintiff. 


NOVELTY AND INVENTION ARE ESSENTIAL TO A DESIGN 
PATENT. 

A design patent is required by the statutes to disclose 
an ‘‘ornamental’’ device, and this ornamental effect 
must not only be novel, that is, not substantially dis- 
closed by the prior art, but it must be the result of 
inventive genius. 


This proposition was clearly stated by this court a 
good many years ago in Hammond v. Stockton Works, 
70 Fed. 716, involving a design patent for a form of 
open compartment street car which may still be 
seen in San Francisco. Judge Ross speaking for thé 
court said: 


‘‘T entitle a party to a patent for a design 
under this act, there must be originality, and the 
exercise of the inventive faeulty. This is so, be- 
eause the Statute so declares, and beeause it has 
been so decided by the Supreme Court.’’ (Citing 
Smith v. Saddle Co., 148 U. 8S. 674, 679.) 
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Ina little later case, Myers v. Sternheim, 97 Fed. 
625, involving a design for a lamp stove, this court 
again speaking through Judge Ross said: 

‘‘The exercise of the inventive faculty is just 
as essential to the validity of a design patent as 
it'is to the validity of a patent’ for any kind’ of 
a mechanical device.’’ 

We do not understand that the court controverts the 
proposition asserted by the plaintiff that there need be 
a high order of invention, nor do we? controvert that 
proposition. 

The real point is that there must be invention—that 
is, the exercise of genius—in-the production of the orna- 
mental effect. This is the idea. of the old and often 
cited case of Northrup v. Adams, 2 Bann. and Arden 
567, where it: was stated, 


‘“‘There must be something akin to genius—an. 
effort of the brain as well as of the hand. * * * 
If the effect produced be simply the aggregation 
of familiar designs, it would not be patentable: For 
example, if one should paint upon a’ familiar vase 
a copy of Stewart’s portrait of Washington, it 
would not be patentable.’’ 


It makes no difference whether we refer to the shape 
or configuration constituting the design as being 
‘‘ornamental’’ in the language of the statute, or as ‘‘of 
pleasing appearance’’, in the language of plaintiff’s 
brief.. The idea is that the invention must reside in 
this ornamental or pleasing effect, must. be the result 
of some degree of inventive genius and must be novel. 


It follows,.therefore, that if the shape or configura- 
tion in question results solely from: functional reasons, 
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that is to say, is the result solely of a functional pur- 
pose, it can not be an invention in a design. That is 
exactly the case here. All the features of the plain- 
tiff’s device are provided for, and owe their shape or 
configuration to, functional purposes. This we take it 
is Just what the court below holds in its opinion, where- 
in it is said, 

‘‘But in the second place, in so far as they are 

alike, the plaintiff’s casings, as well as those of 

the defendants are entirely devoid of purely orna- 


mental features, either of form or drapery; they 
are nude utilities.’’ 


The court below did not mean that it was necessary 
that there should be surface ornamentation to produce 
a patentable design. That would be absurd. It did 
mean, however, that where, as here, the shape arose 
solely to secure a required function, then there could 
not be an invention from a design standpoint. In 
this holding the court was in full accord with the 
authorities. 


We have already referred to and quoted the bulged 
tumbler case, 251 Fed. 894, decided by this court on this 
very point. 

Another case is that of Bolte & Weyer Co. v. Knight 
Light Co., 180 Fed. 412, decided by the Cireuit Court 
of Appeals for the Seventh Cireuit. The subject matter 
in that case was not unlike that at bar, involving a 
lighting fixture with a reflector and support, pictures 
of the structures involved heing shown in the re- 
port. The court affirmed the decision below, wherein 


it was said: 
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‘‘It 1s a reasonable conclusion that a device, in 
order to justify the granting of a design patent, 
must be such as to satisfy a person of ordinary 
judgment and good eyesight that it is ornamental, 
entirely independent of the character of the article 
to which it is applied. It is not enough that it 
should present in an unobtrusive form some utility 
that might otherwise be clothed in less endurable 
garb. It must disclose inventive genius—a crea- 
tion which transcends the mere attractiveness 
almost universally availed of by dealers in every 
line of trade. That every symmetrical article 
should be made the subject of a design patent 
seems uneonscionable. Patent monopolies are 
granted for the purpose of encouraging men of 
genius to place their mental powers at the service 
of the public without sacrifice. Tf every one who 
makes a graceful adaption of a utility to the pur- 
poses for which it is endured at all can seeure a 
monopoly thereby, one may soon be afraid to twist 
a wire or whittle a stick, lest he infringe.’’ 


Another ease is that of Rose Mfg. Co. v. Whitehouse 
Mfg. Co. in the Cireuit Court of Appeals for the Third 
Cireuit, 208 Fed. 564. We quote from the opinion 
in 201 Fed. 926, which was affirmed on appeal: 


‘““The statute (Rev. St. Sec. 4929 (U. S. Comp. 
St. 1901, p. 3398), as amended by Act May 9, 1902, 
ce. 783, 32 Stat. 193 (U. S&S. Comp. St. Supp. ie 
p. 1457)), authorizes the issue of such a patent 
under certain conditions to any person who has 
invented any new, original and ornamental design 
for an article of manufacture. Hence, it appears 
that a valid design patent demands, as has uni- 
formly been held, an exercise of the inventive 
faculty the same as a mechanical patent. ‘The 
design, however, thus invented must be not only 
new and original, but ornamental. It must ex- 
hibit something which appeals to the aesthetic 
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faculty of the observer. Rowe v. Blodgett & Clapp 
Co., 112 Fed. 61, 50 C. C. A. 120; Williams Calk 
Co. v. Kemmerer, 145 Fed. 928, 76 C. C. A. 466. 
A valid design patent does not necessarily result 
from photographing a manufactured article and 
filing a reproduction of such photograph properly 
certified in the patent office. The designs of the 
design patents in suit are for the most part alike. 
No. 41,389 differs, however, from No. 41,388 in hav- 
ing braces which unquestionably strengthen the 
arm, to which the number plate is attached. It 
is not only apparent that this is their function, but 
it is also established to be such by the evidence. 
Indeed, every feature of these patents is mechani- 
eal and functional, and not ornamental. Even ordi- 
nary rivet heads are made to appear as beautiful 
circles in this scheme of ornamentation. If, more- 
over, the braces or supports of patent No. 41,389 
were intended for ornamentation, they apparently 
failed in their mission, but, if otherwise, then every 
piece of mechanism ean, with the aid of photog- 
raphy and the machinery of the Patent Office, be 
readily crystallized into a design patent.’’ 


In the recent case of Backstay Machine and Leather 
Co. v. Hamilton, 262 Fed. 411, the Circuit Court of 
Appeals for the First Circuit affirmed the decision of 
the district court on this point: 


‘“The question presented, so far as the validity 
of the design patent is concerned, is whether the 
patentee in his article patent having conceived of 
a welt having a base with superimposed parallel 
beads or raised portions, mechanically constructed 
to function in a given manner, which may be of 
various shapes, and beads of some shape being 
essential to the functioning of the device, can be 
said to have exercised inventive thought of a char- 
acter sufficient to warrant a design patent for a 
welt with beads or raised portions cireular in cross 
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section. It seems to me to state the question is to 
answer it; that, having devised an article of manu- 
facture with a base having parallel beads which 
may be of any suitable shape and beads of some 
shape being essential to constitute the article, it 
eannot be invention warranting a design patent 
to econelude that they shonld be round in cross sec- 
tion rather than some other suitable shave. 
Furthermore, the use of the beads or raised 
portions, cireular in cross section in connection 
with moldings, whether supernnposed upon a base 
or not, is of such long standing that I cannot on 
the evidence regard the use made of them by the 
patentee in his design as disclosing inventive 
thought. Tubular Rivet & Stud Co. v. Standard 
Finding Coy 231 Wed. 170, 173 (145 C. Co Ameaai ae 


In another recent case, H. D. Smith & Co. v. Peck, 
Stow & Wilcox Co., 262 Fed. 415, the Cireuit Court of 
Appeals for the Second Qirenit had before it, as here, 
two patents, one a mechanical or utility patent and 
the other a design patent, disclosing the same article, 
namely, a screw driver. In holding the design patent 
invalid the court said: 


‘‘Whether the strueture involves invention is a 
question of fact, and the determining factor is not 
whether the achievement is difficult or easy, but 
whether it has, in point of fact, given the world 
something of real value, that it did not have—a 
benefit conferred upon mankind.”’ 


‘‘The appellee has sued upon both patents in 
this action. This it may properly do. Eclipse 
Mach. Co. v. Harley-Davidson Motor Co. (D. C.), 
244 Fed. 463. To suecessfully establish the valid- 
ity of the design patent, and to entitle the in- 
ventor to protection, he must establish a result 
obtained, which indicates, not only that the design 
is new but that it is beautiful and attractive. It 
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must involve something more than mere mechani- 
eal skill. There must be invention of design. The 
District Judge concluded that the screwdriver is 
beautiful and attractive, and he says, even orna- 
mental. We cannot, however, agree that the ap- 
pellee’s structure, made pursuant to this patent, 
has such a pleasing effect imparted to the eye 
as to create beauty or attractiveness, or to make 
it ornamental. It provides for a new utility. De- 
sign patents refer to appearance. Their object 
is to encourage works of art and decorations which 
appeal to the aesthetic emotions—to the beauti- 
ful. We do not think that the device constructed 
by the appellee has a_ subject-matter for such 
beauty and attractiveness as is contemplated by 
the statutes, which permit the Patent Office to 
grant design patents, and conclude that the learned 
District Judge erroneously sustained this patent.’’ 


In the case of Roberts v. Bennett, 136 Fed. 193, the 
Circuit Court of Appeals for the Second Cireuit held 
invalid a design patent for a metal basket, saying: 


‘‘The functional utility entitled the patentee 
to the mechanical patent already discussed, but 
mere functional utility did not entitle him to a 
design patent for the same article.’’ 


Robinson in his able work on Patents puts the mat- 
ter very clearly, 

‘“‘Thus while an increase in the beauty of the 
substance is the purpose of this species of inven- 
tion, a mere increase in beauty, without an altera- 
tion in the shape or ornamentation of the snb- 
stance, does not possess the characteristics of a 
design; nor, on the other hand, does a change of 
shape or ornament intended to increase the prac- 
tical value of an instrument in the industrial arts, 
although such change augments the beauty of the 
instrument, bring it within this species of inven- 
won.”’ 
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This is the reason why color can form no part of 
the design. But color in this case is the very thing 
which gives something of beauty to these devices; 
which is there independent of funetion; which is the 
characterizing feature of the appearance; but which 
cannot be considered either on the question of antici- 
pation or the question of infringement. There is un- 
questionably beauty in pure color. This was one 
of Ruskin’s tenets. But such ornamental character 
as is imparted to these heaters by the color of the 
reflector or the color of the pedestal is a beauty which 
cannot be monopolized under the patent laws, even 
were it original with the plaintiff, which it is not, 
or even if it were set forth in the patents in suit, which 


it is not. 


So also making the reflector bowl parabolic or 
spherical to control the distribution of the radiant 
rays, or adding a marginal flange to protect the user 
against the heated bowl, both of which things were old, 
even if they were new, could not constitute a patent- 
able design because, in the language of Robinson, they 
are intended to increase the practical value of the 


device. 


THE ATTEMPT TO CONFUSE WITH THE DESIGN FEATURES 
WHICH CAN FORM NO PART THEREOF. 


Robinson in his work on Patents makes this state- 


ment: 
‘“‘The image formed upon the retina may often 
differ widely from that formed in the mind—one 
being the exact representation of the object as it 
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really is; the other being composed of certain fea- 
tures of the object only, or of those features in 
connection with such elements as are suggested by 
the imagination or the memory.’’ 


This is a very clear expression of a well recognized 
principle. When one’s eye looks at a thing the mind 
may not carry the same impression that is made upon 
the eye. That principle underlies the consideration of 


these cases from the design standpoint. 


There is unquestionably a resemblance between all 
of these devices, just as in popular phraseology there 
is said to be a similarity in appearance between all 
colored persons. When an ordinary observer or an in- 
telligent observer, or anyone else, looks at one of the 
plaintiff’s or defendants’ devices we submit that the 
thing that makes the impression on the mind is the 
eopper bowl. There is something striking about it. Its 
polished surface glows even when not in use, and when 
it is lit up, the effeet is still more striking. It pushes 
into the background all remembrance of minor details 


of shape or configuration. 


3ut this color effect as we have shown is and can 
form no part of the design, and neither design patent 
suggests that it is a part of the design. The court be- 
low was clearly right when it said that the attractive- 
ness of the plaintiff’s heater was 
‘‘due not so much to slight changes in form as to 
increase in size, and more particularly, a substitu- 
tion of the warm copper bowl with suitable trim in 
the place of the nickel type of heater.’’ 


42 


The plaintiff’s counsel in his brief in No. 3616 argues 
that the plaintiff’s heater has a distinctive and charac- 
teristic appearance, he says: 


‘‘Tt became identified in the mind of the public 
with the Majestic company, so that whenever any 
person saw exposed for sale a portable electric 
heater, having the elements of No. 7, with a pol- 
ished reflector glowing like a ball of fire, such per- 
son would immediately conclude that it was a Ma- 
jestic heater No. 7’’ (page 23). 


This argument is repeated and the prior Majestic 
devices are belittled because ‘‘small’’? and ‘‘nickel- 
plated’”’. 


It is absurd to argue in the face of the authorities 
and of the plaintiff’s own design patent, that color 
forms any part of the design, and the argument is only 
made because counsel realizes that the copper colored 
glowing bowl is the vitally characteristic appearance 
factor, even although it has nothing to do with the 
issue. 


This court and other courts have made it very clear 
in the decisions which we have quoted that in consider- 
ing a design invention it must be first’ ascertained in 
what the invention consists. If the general shape or 
configuration of the article as a type is already old, it 
is obvious that the design must relate to details, and 
similarities arising from the common adoption of the 
generally old type of shape cut no figure. So also 
similarities arising from the use of a common color ef- 


fect can cut no figure. 
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One of the best cases on this point is that of Grelle 
v. City of Eugene, 221 Fed. 68, decided by this court. 
The design patent in that ease related to a street lamp 
post, and cuts of the patented design and of the de- 
fendants’ device appear in the report. In sustaining 
a decree for the defendant, Judge Morrow, speaking 
for the court, said: 

‘‘In the nature of things, lamp posts manufac- 
tured for use in city streets must possess many 
features in common. In general form they must of 


necessity be somewhat the same. As stated by 
one of the defendants’ experts: 


‘There is not much chance for originality. The 
only chance for originality the designer has in 
designing a post is in the detail’.”’ 


Another case in point is Kruttschnitt v. Simmons, 
118 Fed. 851, affirmed by the Cireuit Court of Appeals 
for the Second Cireuit on the opinion of the court be- 
low, 122 Fed. 1020. The design related to a bordered 
aluminum plate. The plaintiff was the first one to put 
on the market this kind of an aluminum plate, but 
there as here, the particular metal or color of metal 
could not form any part of the design, and the court 
said: 

‘‘When the defendants manufactured bordered 
aluminum signs having patterns differing so widely 
from the patented design as not to infringe the 
same, they were purchased by persons who sup- 
posed they were getting plaintiff’s design, or who, 
at least, failed to distinguish the difference be- 
tween them. Counsel for plaintiff, therefore, in- 
vokes the application of the familiar test—the eye 


of the ordinary observer, giving such attention as 
a purehaser usually gives.’’ 


44 


‘‘Mor the reasons already stated, this test can- 
not be applied in this case without doing violence 
to the fundamental law of infringement,—that in 
order to constitute infringement there must be an 
appropriation of the novel elements of the patented 
design. Because such aluminum signs are new, 
the purchasing public may mistake defendants’ 
design, which every one has a right to make, for 
the design which only the plaintiff has the right 
to make. But the defendants cannot be deprived 
of their common right. The plaintiff, then, must 
be limited in such test to configurations which ap- 
propriate his design.’’ 


Again this court applied this principle in the recent 
ease of Zidell v. Dexter, 262 Fed. 145, speaking thus 
through Judge Gilbert: 


‘‘In a design invention which consists only of 
bringing together old elements with slight modifi- 
cations of form, the invention consists only in 
those modifications, and another who uses the 
same elements with his own variations of form 
does not infringe, if his design is distinguishable 
by the ordinary observer from the patented de- 
sien.’’ 


The Circuit Court of Appeals for the Sixth Circuit 
in Soehner v. Favorite, 84 Fed. 182, put the same point 
in this language: 


‘‘for while it must be admitted (and this is the 
contention most pressed by the complainant) that 
to the casual observer or to one who regards their 
general appearance only, there is a sameness of 
appearance, vet it is onlv the sameness which re- 
sults from the use by the defendant of the re- 
sources which were of right open to each—that 1s, 
in this case, the privilege of using an old kind of 
ornament, in its common style of application, to 
the improvement of the appearance of his stoves.”’ 


45 


These cases enforce the principle which is determining 
here. Any resemblance that does exist between the 
plaintiff’s and the defendants’ devices is a resemblance 
primarily due to the general shape or configuration 
which was old and common, or is due to the brilliant 
polished reflecting bowl which is and can form no 
part of either design. 


THE RELATION OF THE REATING ELEMENT TO THE DESIGN. 


We do not understand what position the plaintiff 
takes on this point. The heating element, that is, the 
spool-hke resistance wire wound device which occnu- 
ples the prominent central position in front of the re- 
flector, either constitutes a part of the design or it 
does not. So far as we are concerned, it makes no 
difference which position the plaintiff takes, but it 
cannot straddle, it must take one position or the other. 


Both design patents are entitled ‘‘electric heater 
casing’’, and the plaintiff’s briefs before this court 
are entitled in the same manner. The claims of both 
design patents are for 


‘‘the ornamental design for an electric heater cas- 
ing substantially as shown’’. 


Neither patent contains any specification, and as this 
court said in Zidell v. Dexter, supra, where there is no 
specification in a design patent, it is impossible to tell 
what the inventor considered the prominent feature, 
and the patentee must be held substantially to the de- 
sign shown in the drawing. Plaintiff’s counsel in his 
brief in No. 3616, at page 42, says: 
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‘‘But furthermore, the patent is entitled ‘Design 
for an Electric Heater Casing’, and the specifica- 
tion and claim so designate the invention. It would 
seem from this that the heater element is no part 
of the design, but that the design is a casing to 
be used in connection with any kind of a heater ele- 
ment however that element is arranged.’’ 


On page 36 of the same brief, the same counsel com- 
plains that the court below 


‘‘dismissed from consideration all parts or ele- 
ments of the plaintiff’s assemblage save and ex- 
cept the reflector in connection with the attendant 
heater element, and then deduced the conclusion 
that the defendants’ reflector with a longitudinal 
arrangement of heater element presented a differ- 
ent appearance from the plaintiff’s reflector with 
a transversely arranged heater element.’’ 


On page 11 of his brief in 3618 the same plaintiff’s 
counsel attempts to discard the Warner device as an 
anticipation because of the difference in the heater ele- 
ment, which he describes as 


‘its large circular metal grid work, and electric 
light bulb in the center of the bowl.”’ 


Where does plaintiff’s counsel stand? If as he 
seems to say in one place, the heating element is not 
a part of the design, then we must compare the War- 
ner patent without the heating element with the plain- 
tiff’s device without the heating element. No ordinary 
observer could distinguish between these two devices 
under these conditions. 


The record in No. 3616 contains the testimony of 
Mrs. Lebatt, a personal friend of Mr. Brown, who 
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never purchased or owned one of these devices (page 
54), and of Mr. Hiller, who manufactured the devices 
for the plaintiff. This testimony of course has no 
bearing on the case of Holbrook, Merrill & Stetson, in- 
volving the Simplex heater, and does not appear therein. 
We fail to see, however, any significance favorable to 
the plaintiff in this testimony. If this is the best that 
plaintiff can do after selling between 100,000 and 400,- 
000 of its heaters, that fact alone is significant. The 
thing of some materiality is that all that Mrs. Lebatt 
can emphasize is the matter of the heating element. 
That seemed to impress her as a distinguishing differ- 
ence, and throughout her brief testimony, she repeat- 
edly refers to it. There is no doubt but that the ele- 
ment, occupying as it does the center of the reflector 
toward which the eye is irresistibly drawn, is a no- 
ticeable feature, and readily distinguishes the two de- 
vices. * 

If the heating element is a part of the design, then 
it is a very promiment and characteristic part, and the 
difference between the plaintiff’s type and the defend- 
ants’ type is a distinguishing difference. 


This is what the court below correctly held: 


‘‘In its more conspicuous features the plaintiff’s 
design also closely resembles the Warner device, 
the parabolic ‘Simplex’ and the ‘Ferranti Fires’. 
If it be said that the element in the Warner heater 
distinguishes its general appearance, the answer 
is that, as already noted, such distinction also 
exists between the plaintiff’s designs and the al- 
leged infringing devices.’’ 
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THE SECOND DESIGN PATENT, No. 51,253. 

Little need be said specifically with reference to this 
patent involved in No. 3618, and in the suit against 
Holbrook, Merrill & Stetson, now awaiting trial in 
the court below. 


The record in this case, so far as the testimony is 
concerned, is made up entirely of excerpts from the 
testimony in the other two cases, and no additional 
testimony was Offered by either party. 


It does not appear when and to what extent, if ever, 
the plaintiff manufactured and sold the particular 
heaters offered in evidence by plaintiff’s counsel (Rec- 
ord 3618, page 37) without identifying or supporting 
testimony, and it is quite immaterial. This second de- 
sign patent, 51,253, is, we submit, clearly invalidated 
by the earlier Majestic No. 2, or Shoenberg heater, 
samples of which are in evidence, and a number of 
which are excellently depicted in the photograph of 
the Majestic Company’s exhibit at the Panama Pacific 
Exposition, ‘‘Defendants’ Exhibit E’’. 


This patent is but another regrettable example of 
the careless practice of the Patent Office in granting 
design patents so forcefully characterized by the Cir- 
cuit Court of Appeals for the Second Cireuit in Rowe 
v. Blodgett, 112 Fed. 61, as ‘‘not only liberal, but lax’’. 


In addition, we submit the obvious proposition that 
it is impossible for the single structure of heater of 
either defendant to infringe two separate and distinct 
design patents which relate to the entire device. 
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Each of these design patents is for the shape or con- 
figuration of the entire heater or heater casing. This 
is not the case of two design patents, each directed to 
a different feature, as, for example, one to the shape of 
the reflector, and the other to the shape of the base, 
but this is a case where a single concrete device is al- 
leged to infringe two separate and distinct design pat- 
ents, both for the entire device or casing. 


We respectfully submit that to state this proposition 
is to refute it. The axiom, ‘‘two things equal to the 
same thing are equal to each other’’ applies. 


But we respectfuly submit this second design pat- 
ent is correctly and effectually disposed of by the court 
below when in its opinion it said: 


‘‘Indeed, it is difficult to perceive upon what 
basis a claim of patentable novelty for No. 51,253, 
the design without the annular flange, can be pred- 
ieated. The easing shown is simply a reflector of 
the most familiar type, old in the art, and without 
novelty either in configuration or feature. True, 
upon placing the device of this design as actually 
manufactured side by side with the heater actu- 
ally manufactured by the plaintiff under the 
Shoenberg patent, we have a substantial contrast 
in appearance, but the contrast is of material, 
eolor, and size, and not of form. Make hoth of 
the same size and finish them both in nickel or 
eopper, and we have similarity instead of contrast. 
Who, without having the specific object in mind, 
would, after observing with reasonable care the 
drawing of patent 51,253, and thereupon being 
handed a photograph of the plaintiff’s exposition 
exhibit, say with confidence that the device covered 
by the drawing is not shown in the photograph? 
The point is that in the absence of contrasting 
eolor or size there is a striking similarity in gen- 
eral appearance.”’ 
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IN CONCLUSION. 


We have thus at some length discussed the questions 
brought before this court by the appeals in these three 
eases, in the final outcome of which Holbrook, Merrill 
& Stetson are vitally interested for the reasons which 
we have set forth. 


When all has been said, however, we can add little 
in substance to the carefully considered opinion of 
Judge Dietrich, dismissing the bills of complaint in 
these three cases and in the case against Holbrook, 
Merrill & Stetson. Judge Dietrich heard all the evi- 
dence and saw the witnesses, gave painstaking consid- 
eration to all of the cases, and dismissed the bills. 


We respectfully submit for the reasons fully set 
forth in the opinion of the court below, and we trust 
helpfully amplified in the foregoing brief, that the de- 
eree in each case should be affirmed, with costs to the 
appellee. 


Dated, San Francisco, 
March 9, 1921. 


NatHan Hearp, 
SaMuEL KNIGHT, 
Kyicut, Botanp, HutcHinson & CuristIn, 
Of Counsel for Holbrook, Merrill & Stetson, 
Amoi Curiae. 


